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Claim Objections 

, i- i ^fthp claims 41 A" should be -The--. 
L aaims^ 16. 25. and 29 are objected .o. Inhne . of.heela,ms. 



Double Patenting 



The nonstatutory double patenting ^ejection ^^^K^uS'ar 

F 2d 937, 214 USPQ 761 (CCPA 1982) /» rev g , pA 1%9) 

Vncation. See 37 CFR U 30(b). or of record ay sign a temmal 

dlscl ai "S,:;S; a si; g ed b, «,e assignee m ns, m «* " 

CFR 3.73(b). 

2 Cla i msl ,and 9 -Ha rere) ee,ed U nde r *e J ndicia lly c re a t eddoc 1 nneo f ob V ,o U s»e S , 
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„„, confer pa.enLrbledis.mc.ron. AsXU79Jand 

The following is a Rotation of ,he second paragraph of 35 U.S.C. .12: 

„ , .SUSC 112 second paragraph, as being indefinite for 
Claims 1-32 are rejected under 35 U.S.C. "A 

ur^-- — — "*"^ 

the invention. 

, •, r on-X, ,79r or -X117M desrgna.ionf in claims I, 5, 7, U. .5. 

The recitation Xli/*J ui 

"•XI 179J" does not clearly identify the claimed seeas. ~~ , . 

name XU7JJ aoes m aorje ars to have been 

arbi.ranly assrgned and .he spec ^ ^ ^ , he 

m ,ss,n g ATCC accession number mc,a,msl, 5, and 7 a ^ 

claims don„.c l ear, ytol i fy .bedeposi.edseed. A me„d 1 ngc,a,ms,,5. 
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■ , ■ «vi Y 11 79 J has been deposited would overcome 
ATCC deposit number in which hybrid maize seed XI 179J 

the rejection. 

ln clatms ana 32: » *-» W-T ^ 

ind£fmite . ltlsnotexactly c,ea r » h aUse_ S ea byth ,s— . The recitation 

, • q n 17 22 26 and 30 are directed to 
13 ,7 22, 26, and 30, respectively. However, clatms 9, 13, .7, 22,26, 

,t is suited that the recitation -'corn plant breeding program" m lm 
methods, not programs. It is suggestea 

, ofclaims ,0, 14, ,8, 23, 27, and 31 he replaced w.th -method-. 



The following is a quotation 



of the first paragraph of 35 U.S.C. 112: 



, . ,_ j runner and process of making 

4 cairns ,11, 12,, 21, 2«2 are recced under 3 5 U.S.C. 1 ,2, f,r, para^pn, as 
conlain , ngsub) ce,ma,,er.H i ch. a sno,deserihed, n ,hes P ec ifi ca,,o„,nsne h a«a y as,„ 
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apphcaiion was filed, had possession of the olaimed invention 

♦ -c vil 79T and expresses a combination of at least two 
its parts wherein at least one ancestor is XI 1 79J and exp 

hvbrid maize plant grown from seed of XI 179J, or which has all the 
XI 1 79J traits; or a hybrid maize piam B 

X1 , 79J seed wherein ,he g e„e,,e marena, covins one or nrore genes referred by 

oranym a iZ e pl a nt whereina tl eas t o„eance St ori St heh y hrid m ai Z e P ,an t eo raP nsi„ g oneor 
T hespeei fi oa t io„dese„hes m orphoio 8 iea 1 a„dph y s,o,o gl caHrai,so f ah y hndma 1Z e 

, ■ ,«! '-GE534640" and -GE567914" (page 7. last paragraph; page 
crossing two inbred lines designated GE53464U 

u TohiP 1 naaes 18-20). The specification also 
16. last paragraph and page 17, first paragraph; Table 1. pages 

desc n hescompar,so„so f XU™too,herh,hndp,an,s,pa g es 2 ,a„d 2 S,pa g e3,,hne,,; 
T a W es 2A -2C.pa g es 22 -2 7 ;Tah,e 3 ,age M; page30.firs, P aragraphandTa W e4,T h e 
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♦ fn rFR 1 801-1 809 will be met, and that 
be irrevocably removed and all reomrements of 37 CFR 1 .80, 

lhc depos,, w„, follow .he rec,,remen,s of 37 CFR 1 .SO, -1 ,09 (page 

However, ,be specification docs no, descnbe X, .79, - being nra,c sterile. The 

^^^^^^^^^ 

, c However the morphological and 

pages 2 and 3 and ,he firs, full paragraph of page 3). However, 

, •, of nlan, XI 179J described in ,he spccifica.ion does no, indicate ,ha,„ 
physiological description of plant XU"J 

is male sterile. 

Th es P ecif,ca,,on also does no, dcscr.be the p,a„,s developed by the mai.e breedtng 

a XI 1 79J and with progeny ol that 
physiological ,rai,s of ,he corn plants ,ha, are crossed w„h 1791. 

xl 179) T „o plan, traits do no, provide any desenptton of the other tratts of aplant. 1. ,s 
pos „,hec« 

m * Patent No 6,1 1 8,052) describes a corn plant 
than plant XI 179J. For example, Morrow (U.S. Patent No. , 

, ;tu Yi 1 701 relative maturity ol 
designated -3.A,2.- which has a, least twotraits in common w.thXimi.re 
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^.Xn™^-^,,^,^^ — — Plants. The 
traits of ,ne plants produced * tne programs a. unknown, ana no, described b y tne 
Ration. Thetransgene s.andgenes introduce dmtoX,,7^— g,may b eof 

, f « vi 1791 and which are not described. Given the 
morphological and phy S1 ological traits from X1179J, 

, ♦ yi 1 7QT having male sterility, corn plants 
breadth of the claims encompassing com plan. XI 179J havmg 

a i,„ y 1 1 79J anv transgenic X1179J plant, 
expressing a, .east two traits that are also expressed by XI 1 79J, any 

^^^^^^^^^^ 

encompassed by the claims. 

• t A under 35 U S C 1 12, first paragraph, as containing subject 
5 Claims 1-32 are rejected under 35 U.bx. 

a r,,ow M c h ,,per,a 1 ns,o r »- h wHic h i,is m os,near, y connec,ed,,o m a k eand fo r U setbe 

invention. 
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XU79J and expresses a combination of at least two 

from seed ot XI l m, Ul w 

r xi 17W seed and which co„,a,ns on. or more transgenes; or a nrerhod 

n: ri-..— — — 

™i 7 e nlant wherein at least one ancestor is the 
comprising one or more transgenes; or any maize plant 

■ or more transgenes and which expresses at least 2 XI 179J 

hvbrid maize plant comprising one or more transge 
Y from XI 1 79 J seed wherein the genetic material contains 

■^n- — - 

plant comprising one or more gei 

11 -i w„ fldenosit thereof may saiisi> 

avallaW e ,o .he pnhhc. Apple's inrenr .0 depos,, ,he seed 

(page 47). 



Page 9 

Application/Control Number: 09/759,703 
Art Unit: 1638 

r ih<* Rndanest Treaty, then an affidavit or 
If the seeds are deposited under the terms of the Budapest y. 

, h„ a „ attorney of record over his or her signature 
declaration by the applicants, or a statement by an attorney 

andreg , s ,ra,ionnu ra ber,s,a,i„ 8t ba„Heseed SW ii l be,rre™c a b 1 ya n a., t hou,res,nc„onor 
reqU treme„, m adeHerein. Am ini m u m depos,.of 25 00 S eedsiscons,deredsumc,e„ti„ t he 

lf ,hedepos,,wi,l no, bemade under the Budapest Treaty, men in order, o certify , ha, the 

her signamre and registration number showing ,ha, 

W W-.— ^^^^^^ 

Commissioner upon request; 

•i.hilitv to the public will be irrevocably removed upon 

(b) all restrictions upon availability to the puouc 

wanting of the patent; 

(c) t h edeposi,wi«be m aintamed,„apub,icdc P „si,oryforaper,odof30 y ears„r 5 

ye ars after the ,as, revest orfor.beenforceab.ebfeofthepa.ent.wb.cheverisionger; 

W) the ,ab,h,y of ,be bioiogica, m a,ena, a„he „me of deposi, win be ,es,ed ,see 37 

CFR 1.807); and 

(e) ,he deposit will be replaced if i< should ever become mviable. 



Claim Rejections - 35 USC § 102 & 



Page 10 

Application/Control Number: 09/759,703 
Art Unit: 1638 

The fo„owin g is a ouotation or the appropnate paragraphs .f 35 U.S.C. K,2 that form *= 
basis for the rejections under this section made in th,s Office action. 

(c) the invention was described in- h f l d m lhc Unltc d States before the 

an appl.cat.on for patent, publ.shed under ; sect,™ 2* ^,^ion filed under the treaty defined in 
nvenfon by the applicant for patent, except that an ™ tc ™™°™ ™ applicatl0 n published under section 1 22(b) 
Sua) sh.fi.ave the effect ^^^^ Ished under Article 21(2 X a) of such 
only if the international application designating the United 

. ^f^llSC 103(a) which forms the basis for all 
The following is a quotation of 35 U.S.L. 

obviousness rejections set forth in this Office action: 

(a)Apa tent maynotbe obtained though ^^^^^^^^ 
e t,on 102 of this title, if the differences between t^bjert ™ ^ made 

manner in which the invention was made. 

, Ciaints 1-32 are reacted under 35 U.S.C. ,02,.) as anticipated by or, in the aUemat.ve, 
under 35 U.S.C. .03(a) as obvious over Morrow (U.S. Paten. No. 6,1 18,052). 

^ Cairns are broad,, drawn towards hybrid maize seed designated -X, .791", a corn 
p.an.producedby^scedofanyhyhndnta.eseeddesisnatedXii^.orpartsthereof.r 

... , n Y11 791 traits: or a hybrid maize plant grown 

XI 1 791 and expresses a combination ol ai ^ * 

^wn front X„ 791 seed, and wh.ch contains one or ntore transgenes; or a method for 
develop ,„ g a m ai Z ep,a„,.namai Z ep,an,breedin 8 pro g rameo m p n s, ngS a,dhybnd m a 12 e P ,an, 

comprising one or more transgenes; or any ma, Z e p.ant wherein a, ,eas, one ancestor ,s the 
hybrid n,a, Z e P ,an, compnsing one or ntore transgenes and which expresses a, leas, 2 X.,791 
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one or .ore genes transfer b y bactcrossin, or a method for deve,opin g a m a,ze plan, ,„ a 
maiz ep 1 a nt bree di n g pro g ra m co m pns,n 8 sa id , yb na m a,e P ,a nt co mP ns,n g oneor m ore gCn es 

referred b y bac k crossm g; or an, maize plan, wherem a, leas, one ancestor is ,he h y bnd nra, Z e 
p ,a„ t co m pns mg oneor m ore g enes t ransferredo y oac te os S in g a„a wW c, e xpre S sesa t ,eas t2 

X1179J traits. 

Morrow teaches seed of ah y bnd m.ze Hne desired - 3 1 A.2." P lan,s produced b y 
g rowin g said seed, and p,a„,s and plan, pans, mcludm, pollen and ovules («... R hues 5-,7; 

approx.matelv I 1 7 based on the Comparative Rela.tve Ma,uri, y Ra., E Svstem for harvest 

w I I? lines 5-17' Table 1). Alternatively, if the clatmed plants, plant parts, 
Mold, for example (col- 12 - 1,nes 5 "• 

.dseedsofXm,, are no, ide„«ca,,03, A . 2 , then i, appears tHa,31M2o„, y differs fronrtHe 
i „ sla „,, y c,ai m ed P ,an,s,p,an, P arts,a„dseedsdne,o m inor m or ph o,o g icalvana,,o„, W here,n 

said mi „or m o„holo S ica, variat.on would he expected ,o occur ,n d.fferen, P ro S e„ y of ,he same 
cultlva r and wherem sa,d mmor m orpho,o g ,ca, variation would no, confer a pa,en,ah.e 

asS e„,ha,lar g e S ca,cco mm erc,a, m a, Z eh y hr,dproduc,io„ reouire ,he use of some fo™ of male 
slen „, y and ,ha, a reliable me.hod of con,ro„in g male fertile in p.ants also offers the 
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ArtUn " : ' W8 . , , incs 20-40). U would have been obvious and 

a niant breed ne col. 2, lines zu w)- 
opportunity fonmproved plan, breed , ant 31A12 nra.e sten.e, following 

o„en,ovu,e S , 

a—.——"" f3 , A12lhat , sca p aM eofe X pre SSrag a„o f 
the m„.ho,o g ical and physio.ogica, trarts of 31A12, ^ 

„ . , , traits . use of backerossing to .ntroduee gene(s> 
^pressatleasttwoMAmratt, 

,rai,3.M J oo m pr, Smg , 1 eas,one,rans g ene,a„d ^ 

wto e,n,beplan,e X pressesa„eas« W o3 1 M2.ra, t s(co,,., ra e 

, , ol 32 The claimed invention was P n ma /<,,obv,ou 

7 No claim is allowed. 
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c « no A M to 5 30 P.M. If attempts to 
reached on Mondays-Thursdays and alternate Fridays from 8.00 A.M 

M the examiner's supervisor, Amy Nelson, can 
■oh the examiner by telephone are unsuccessful, the examm 
reach the examm or , anizatl on where this application 

be reached at 703-306-3218. The fax phone numbers for the organ 

. „ 703 305-3014 and 703-872-9306 for regular communions and 
or pr0C eedm g ,s ass^ed are 703-305 30 of a ^ eral nature or relating to the 

70 3-872-9307 for After Final communications. Any m q uiry of a general 

■ , H he directed to the receptionist whose telephone 
status of this application or proceeding should be directed 

number is 703-308-0196. 
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